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Status 

Responsive to connnnunication{s) filed on 25 September 2007 . 
2a)n This action is FINAL. 2b)KI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4a) Of the above claim{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1,1 21(d), 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. This action is responsive to communications: RCE filed 9/25/07 to the application 
filed on 1/2/01. 

2. Claims 2-3, 10-11, 1 8-1 9 are canceled previously, 

3. Claims 1 , 4-9, 1 2-17, 20-27 are pending in the case. Claims 1,9, 1 7 are 
independent claims. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C, 103(a). 

6. Claims 1,4-9, 12-17, 20-27 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rybicki et al. (US Pat No, 5,630,081, 5/13/97, filed 9/7/95) in view of 
Kucala (US Pat No. 5,832,489, 11/3/98, filed 10/8/97, priority 10/18/95). 
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Regarding independent claim 1, Rybicki discloses: 

- creating an original document on a computer (col 1, lines 15-25: the fact that 
portable computers known as laptop, notebook, or palmtop PC allow the traveler 
to continue working while on the road or on the plane as in his/her office 
inherently shows that the original documents are created at the desktop 
computer at his/her office) 

- transferring said original document to a disconnected device, wherein said 
disconnected device is a portable electronic device capable of performing 
computations at any location (col 1, lines 15-25: the fact that portable computers 
known as laptop, notebook, or palmtop PC allow the traveler to continue working 
while on the road or on the plane as in his/her office inherently shows that the 
original documents are transferred to his/her portable computer, which is a 
disconnected device capable of performing computations at any location) 

- modifying said original document on said disconnected device to form a modified 
document (col 1, lines 15-25: files on the portable PC are modified) 

- returning said modified document to said computer (col 1, lines 15-25: modified 
files on the portable PC are transferred to the desktop computer when said 
traveler returns to his/her office) 

Rybicki does not disclose: 

- determining one or more modifications between said original document and said 
modified document utilizing change tracking software that analyzes the tracked 
changes included in the modified document 
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- the modified document including tracked changes to the original document 

- determining whether change tracking software on said disconnected device is 
compatible with the change tracking software on said computer, and 

- if the change tracking software on said disconnected device is not compatible 
with the change tracking software on said computer, utilizing a data translation 
operation to convert tracked changes to a protocol useable by said computer 

Kucala discloses: 

- the modified document includes tracked changes to the original document (col 2, 
lines 9-27, col 4, lines 1-20: the palmtop file, which includes changes such as 
new records, updated records, and deleted records tracked via comparison, is 
the modified document) 

- determining one or more modification between said original document and said 
modified document (col 4, lines 1-20) utilizing change tracking software (table 1, 
col 4, lines 1-20: determining new, updated or deleted records as well as using 
the comparing result to create a single file that contains all new records, modified 
records, and unmodified records imply that a change tracking software is utilized) 

- analyzing the tracked changes included in the modified document (col 2, lines 9- 
27, col 4, lines 1-20: determining whether each record in the palmtop file is new, 
updated or deleted to create a reconcile file containing the results of comparing 
the contents of the PC and the contents of the palmtop for new, updated, or 
deleted records shows analyzing the tracked changes in the modified document) 
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- determining whether change tracking software on said disconnected device is 
compatible with the change tracking software on said computer, and if not 
compatible, utilizing a data translation operation to convert tracked changes to a 
protocol useable by said computer (col 5, lines 39-51: comparing the palmtop 
files and the PC files to see if they are identical and do translation if they are not 
identical; this implies that the palmtop software and the PC software are 
compatible when these files are identical; If the file format are non-identical, that 
means the palmtop software and the PC software are not compatible and a 
translation of file formats or a conversion of file formats is performed) 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Kucala into Rybicki since Kucala discloses determining 
one modification between the original document and the modified document providing 
the advantage to incorporate into Rybicki for easily adding the documents modified in 
the portable device to the original document in the desktop computer upon a user 
desire. 

Regarding claim 4, which is dependent on claim 1, Rybicki and Kucala disclose that 
said disconnected device comprises a PDA (Rybicki: col 1, lines 15-25; Kucala: fig. 1), 

Regarding claim 5, which is dependent on claim 1, Rybicki does not disclose 
determining whether to integrate said modification into said original document. 
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Kucala discloses determining whether to integrate said modification into said original 
document (col 1, lines 49-62, col 3, lines 1-20). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Kucala into Rybicki since Kucala discloses determining 
whether to integrate the modification into the original document providing the advantage 
to incorporate into Rybicki for effectively synchronizing files between the handheld 
computer and the desktop computer. 

Regarding claim 6, which is dependent on claim 1, Rybicki does not disclose merging 
said original document and said modified document. 

Kucala discloses merging said original document and said modified document (col 3, 
lines 22-35). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Kucala into Rybicki since Kucala discloses merging the 
original document and the modified document providing the advantage to incorporate 
into Rybicki for obtaining the new version of a document at a desktop computer after 
being modified in part remotely from a portable device. 

Regarding claim 7, which is dependent on claim 1, Rybicki discloses said original 
document was created using an office productivity application (col 1, lines 15-25: files 
created in the offices implies using an office productivity application). 
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Regarding claim 8, which is dependent on claim 1, Rybicki discloses said document 
was modified using a companion application (col 1, lines 15-25: modify a file at the 
portable PC implies using a companion application). 

Regarding claim 25, which is dependent on claim 1, Rybicki does not disclose 
identifying the differences between the original document and said modified document 
using change tracking software on the disconnected device, and storing difference 
information to indicate the identified differences. 

Kucala discloses identifying the differences between the original document and said 
modified document using change tracking software on the disconnected device, and 
storing difference information to indicate the identified differences (col 4, lines 1-20, col 
5, lines 15-50: find matching and perform the compare to identify the difference between 
the original calendar file and the update calendar file, are performed on the palmtop 
shows that a software on the palmtop to keep track changes of the documents where 
the palmtop is a disconnected device). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Kucala into Rybicki since identifying said differences using 
change tracking software on the disconnected device and storing said differences would 
help to determine whether or not to merge the files of the portable PC and the desktop 
PC. 
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Claims 9, 12-16, 26 are for a change tracker of method claims 1, 4-8, 25 and are 
rejected under the same rationale. 

Claims 17, 20-24, 27 are for a computer program product of method claims 1-4, 5-8, 
and are rejected under the same rationale. 

Response to Arguments 

7. Applicant's arguments filed 9/25/07 have been fully considered but they are not 
persuasive. 

Applicants argue that Kucala fails to disclose or suggest determining one or more 
modifications between an original document and a modified document received from a 
disconnected device by analyzing tracked changes included in the modified document 
(remarks, page 7). 
Examiner respectfully disagrees. 

Kucala discloses determining new, updated, or deleted records as well as using the 
comparing result to create a single file that contains all new records, modified records, 
and unmodified records (table 1, col 4, lines 1-20). The new records, the updated 
records, or the deleted records are the modifications, which are determined. 
Kucala also discloses that the determination is made based on the comparison between 
the original document on the PC and the modified document in the palmtop (col 2, lines 
9-27, col 4, lines 1-20). 
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This implies that the modifications such as new records, updated records, or deleted 
records included in the modified document in the palmtop is examined or analyzed so 
that these modifications, which are the results of the compare operations, are selected 
and stored in a reconcile file. In other words, the tracked changes, which are the 
modifications, included in the modified documents are analyzed. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Korpietal. (US 6,198,696). 

Bodnaret al. (US 6,310,634). 

Wu (US 6,442,570). 

Kolls (US 6,763,336), 

Cameron et al. (US 2003/01721 13), 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cong-Lac Huynh whose telephone number is 571-272- 
4125. The examiner can normally be reached on Mon-Fri (8:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Cong-Lac Huynh 
Primary Examiner 



Art Unit 2178 
10/23/07 



